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Response to Amendment 
1 . The response filed on 1/1 1/07 has been entered. Claims 1, 3-29, 40-49 remain pending. 



Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1, 7-20, 23-29 and 40-49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Price (US 2002/0120539 Al) in view of Hodges (US 2002/0116290 Al) and 
further in view of TurboTax. 

As per claims 1, 8-22, 24-29, 40-44, 48 and 49, Price discloses a computer-implemented 
method for tracking charitable donations, said method comprising the steps of: storing in 
memory data indicative of one or more non-cash donatable items (page 2, [0020]); prompting a 
user to select one or more of said non-cash donatable items that has been charitably donated in 
one of said tax years and to indicate the tax year in which the selected non-cash donatable item 
was donated (page 4, [0035] - [0036]). Price does not explicitly disclose a valuation of non-cash 
donation but Hodges discloses a valuation associated with each said non-cash donatable item for 
a current tax year and at least one previous tax year (page 1, [0007]). Neither Price nor Hodges 
discloses importing the valuation but TurboTax discloses an available means of electronically 
retrieving the tax-deductible valuation associated with said selected non-cash donatable item for 
the indicated tax year from memory (inherent in importing data, page 12); and storing said 
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selected non-cash donatable item, indicated tax year and retrieved tax -deductible valuation in 
said memory in association with each other (from the system's server memory). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize the system of valuating non-cash donation as taught by Hodges into the 
system of Price because it would facilitate the donations of IP assets (non-cash donation) from 
potential donors to potential donnees. And it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to utilize the system of importing data from memory 
as disclosed in the Turbo book into the system of Price because it would make tracking tax 
records easier. 

As per claims 7, 23, 45 and 47, the above rejection applies. Furthermore, Price discloses 
a computer-implemented method further comprising the step of updating said memory with a 
current set of data indicative of said one or more non-cash donatable items and a current tax- 
deductible valuation associated with said donations; presenting the user with informative data 
based upon said non-cash donatable items selected by the user (see abs, page 4, [0035] - [0036]). 
Price does not explicitly disclose exporting the category totals electronically into an income tax 
return but TurboTax an available means of electronically retrieving retrieving the tax-deductible 
valuation associated with said selected non-cash donatable item for the indicated tax year from 
memory (inherent in importing data, page 12). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize the system of importing data from memory as disclosed in the Turbo book 
into the system of Price for the same reasons given above. 
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Allowable Subject Matter 

4. Claims 3-6, 21 and 22 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

None of the references, either singularly or in combination, discloses or even suggests: 

As per claims 3 and 4, a computer-implemented method further comprising: receiving 
sales data periodically from one or more partner servers, wherein said partner servers are 
programmed to electronically collect sales data of items sold; and calculating a tax-deductible 
valuation in accordance with tax authority guidelines for each of said non-cash donatable items . 
based on said sales data. 

As per claims 5 and 6, a computer-implemented method of claim 1, further 
comprising the steps of: totaling the tax-deductible valuations associated with all non-cash 
donatable items for the tax year in categories based upon non-cash item, monetary, mileage, 
financial securities and out-of-pocket donations; and exporting the category totals electronically 
into an income tax return for said tax year. 

As per claims 21 and 22, a computer-implemented method further including the steps of: 
receiving periodically an aggregation of sales data from one or more partner servers, herein said 
partner servers having at least one data source where items are sold; calculating a current tax- 
deductible valuation for said plurality of items; and updating said memory with said current tax- 
deductible valuation for said plurality of items. 
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Response to Arguments 
5. Applicant's arguments with respect to claims 1, 3-29 and 40-49 have been considered but 
are moot in view of the new ground(s) of rejection. 

Applicant argues that the examiner fails to make a prima facie case of obviousness since 
there is no suggestion or motivation to modify the references or combine reference teachings so 
as to arrive at the claimed invention. In response to applicant's arguments, the examiner 
recognizes that obviousness can only be established by combining or modifying the teachings of 
the prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found in the references themselves or in the knowledge generally available to 
one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) 
and/« re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). Claims 1, 3-29, 40-49 remain 
rejected. Applicant further argues that neither Price nor Hodges discloses "storing memory data 
indicative of one or more non-cash donatable items and a tax-deductible valuation associated 
with each said non-cash donatable item for a current tax year and at least one previous tax year." 
In response to Applicant's arguments, Turbo Tax is used to disclose such features because it 
stores valuation of non-cash donatable items for tax payers in their system so that previous year 
can be imported together with information about the current year. Furthermore, Applicant 
argues that the Examiner did not demonstrate the presence of a motivation to combine the 
references or a reasonable expectation of success in the references. In response to Applicant's 
arguments, the examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is some 
teaching, suggestion, or motivation to do so found either in the references themselves or in the 
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knowledge generally available to one of ordinary skill in the art. Se In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 
1992). 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ronald Laneau whose telephone number is (571) 272-6784. The 
examiner can normally be reached on 7:30 - 3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Pezzuto can be reached on (571) 272-6996. The fax phone number for the 
organization where this appUcation or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000, 



Conclusion 




Ronald Laneau 
Primary Examiner 
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